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TRANSMITTAL OF APPEAL BRIEF (PATENT APPLICATION -37 CFR 192) 

1. Transmitted herewith in triplicate is the APPEAL BRIEF in this 
application with respect to the Notice of Appeal filed on October 27, 1998. 

2. STATUS OF APPLICANT 

This application is on behalf of 

X other than a small entity j "Qir.! ^'EtO 





small entity 



verified statement: 



attached 
already filed 



FEE FOR FILING APPEAL BRIEF 

I\irsuant to 37CI^R 1.17(f) the fee for filing the Appeal Brief is: 



X 



small entit\' 

other than a small entity 



S 150.0(1 
S300.00 



Appeal Brief fee due $300.00 



CERTIFICATE OF MAILING (37 CFR 1.8a) 

' h^Mt'ln tcititN that this p.ipcr (iilonr, wiih Jiu' pdpt'r ii'tniwi tu <is InMnj; attathrJ dr nulosra) is hiMiii', 

' ' • >■ Ml flif J^itf shtiwn ht'Iow with suthciriit postdj^^o as tirst 
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EXTENSION OF TERM 



The proceedings herein are for a patent appHcation and the provisions of 
37CFR T136 apply. 

(a) X AppHcant petitions for an extension of time under 37 CFR 
1.136 (fees: 37 

CPR L17(a)-(d)) for the total number of months checked below: 



X 



Extension 
(months) 

one mc:>nth 
two months 
three months 
four months 



Fee for other than 
small entity 

$110.00 
$ 380.00 
$ 870.00 
$1,360.00 



Fee for 
small entit\' 

$ 55.00 
$190.00 
$435.00 
$680.00 



Fee $380.00 

If an additional extension of time is required please consider this a petition 
therefor. 



An extension for _____ months has already been secured 

and the fee paid therefor of $ is deducted from the total fee 

due for the total months of extension now requested. 

Extension fee due with this request $_.00_ 
or 

(b) Applicant belieyes that no extension of term is 

required, llowex'er, this cc^nditional petition is being maeie to 
prcnide for the possibiIit\' that appHcant has inad\'ertentl\* 
o\ erlooked tlie need for a petition and fee tor exttM^sion ot time. 



5. TOTAL FEE DUE 

The total fee due is: 

Appeal brief fee S300.()0 
l-vt(Misi(Mn fee fit an\ ) S'SO.Ol) 

r(^T^ ^ FFF ni;F S680.00 



# 
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6. 



FEE PAYMENT 



Attached is a check in the sum of $ 



Charge Account No. 07-0862 



the sum of $680.00 . 



A duphcate of this transmittal is attached. 



7. FEE DEFICIENCY 

X If anv additional extension and/or fee is required, this is a request 
therefor and to charge Account No. 07-0862 . 

AND/OR 

X If anv additional fee for claims is required, charge Account No. 07-0862 




General Electric Company 
One Plastics Ax'enue 
Pittii/ield, MA 01201 



l-i- , 1999 



Kenneth S. Wheelock 
Agent for Applicants 
Registration No. 36,340 
Telephone No. (413)448-4606 
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Honorable Commissioner of 

Patents and Trademarks 
Washington, DC 20231 



BRIEF ON APPEAL 



Dear Sir: 

L INTRODUCTION 

This is an appeal under 37 CFR 1.191 from the decision of the Examiner set forth 
in the Official Action mailed April 29, 1998. In that action, Claims 2-10 were finally 
rejected. Applicants filed a Notice of Appeal on October 27, 1998. Accompanying this 
Brief on Appeal is a petition for a two month extension of time in which to file a 
response and an authorization to pay the fees therefore, extending the time for response 
to February 27, 1999. 



CERTIFICATE OF MAILING (37 CFR 1.8a) 

1 lierebv certif\' that this paper (along with an\' paper referred to as being attached or enclosed) is being 
deposited with tlie United States Postal Service on the date shown below with sufficient postage as first 
class mail in an envelope addressed to the: Commissioner of Patents and Trademarks, Washington, DC 
20231. 



V 
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A. Real Party in Interest 

General Electric Company is the real party in interest of the instant 

appeal. 

B. Related Appeals and Interference's 

There are no relatecl appeals or interferences known to Appellants or 
Appellants' agent at the time of filing the instant Brief on Appeal 

C. Status of Claims 

Claims 2- 1 , 9 and 10-are pencling. All of these pending claims are the 
subject of the present appeal and are presented in the Appendix. 

D. Status of Amendments 

The preliminary amendment filed concurrently with the filing of the continuing 
prosecution application instantly has been entered and made of record as eyidenced by 
the first response on the merits mailed August 11, 1997. The amendment mailed 
Januar\' 8, 1998 respcMisi\x^ to the first action on the merits has been entered and made 
of record as exidenced by second action on the merits, made final, mailed April 29, 
1998. Applicants' amendment under 37 CT.R. 1.116(b), mailed September 29, 1998, was 
denied entry, but entry was made contingent upon filing a notice of appeal. Notice of 
appeal was filed October 27, 1998, accordingly, the amendment under 37 C.F.R. 
^ ^^(Mh\ mail(\1 ^-^eptember 29, 1998, should now be entered and made a matter of 
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II. NUMMARY OF THF INVENTION 



The present invention involves flame retardant thermoplastic compositions 
contaming aromatic polycarbonate resin and rubber modified vinyl aromatic- 
unsaturated nitnle-diene rubber graft copolymer that exhibit enhanced resistance to 
loss of IZOD impact properties upon exposure to heat and humidity aging 
(Specification, Summary of the Invention, page 2, lines 9 - 19). 



ITT. THE IS SIJES 



A. Thp Re jections 



The Advisory Action 

The Examiner alleged that Applicant's amendment under 37 C.F.R. 
1.116(b), mailed September 29, 1998, did not place the claims in condition 
for allowance because: " [t]he characterizations vis-a-vis Izod impact 
strength after one week of humidity exposure and heat does not imbue 
unobviousness particularly since the flame retardant composition would 
not ordinarily be exposed in this way." 

The Final Rejection 

The Examiner alleged unpatentability of claims 2, -7, 9 and 10 under 35 
U.S.C. § 103(a) over any one of Gosens et al., Yang et al. And Buysch for 
"reasons of record." Further the Examiner stated: 

"Since the raison d'etre of the ABS component's presence is to improve 
infract strength in PC resins (Yang et al. - col. 1, lines 34-41) and the 
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benefit, it is obtained after aging at 63 C and 100% relative humidity or 
not. Yang et al. in Table L example 3, relates 80 parts PC/ 114 parts total 
composition's weight = 61.4%; 18 parts ABS of which ^, 2 is diene rubber - 9 
parts/114 parts total composition = 7.8 %; 17 parts phosphate = 14.9%; 
and 1.0 parts Teflon = 0.87%. All of applicants claim limitations are met. 
4. The above comparative analvsis is equally applicable in comparing 
claims' limitations to the compositions of Gosens et al. or Buysch et al., as 
well." 

The First Action Rejecting the Claims 

In the first action on the merits, the Examiner concludes the rejection 
saying: "[b]ased on the above analysis, not only are the ingredients 
content ranges shown to be within the prior art's purview, the utilization 
of ABS in such an amount and containing as the diene content an amount 
which is sufficient to provide its expected benefit, that of improving 
impact resistance, is prima facie obvious." 

B. Discussion of the References 

U.S. Patent 5,643,981 to Yang et al. teaches thermoplastic resin compositions 
comprising 6 - 98 wt. polvcarbonate (A) ,2-40 wt. 'o stvrene containing graft 
copc^h'meric resin (B), 0 - 20 wt. % stvrene containing copolvmer resins (C), 2-2 wt. % 
aromatic diphosphate flame retardant compound (D), 2 - 7 wt. "u organic mono- 
phosphate flame retardant compound (E), and 0.1 - 2.0 wt. % polyfluoroalkyl resin (F). 
Yang et al. does not require the presence of a low molecular weight halogen containing 
n.^T^Tf^ r,^t,ird.int r(Mnpoimd (G). 
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U.S. Patent 5, 204, 394 to Gosens et al. teaches polymer mixtures comprising 
polycarbonate (A), a styrene containing copolymer (C) and/or a styrene containing 
graft copolymer (B) and a flame retardant compound that is an alkyl or aromatic 
diphosphate (D). Gosens et al. does not require the presence of a mono-phosphate 
flame retardant (E), a polyfluoroalkyl resin (F) or a low molecular weight halogen 
containing flame retardant compound (G). 

U.S. Patent 4,883835 to Buysch et ah teaches mixtures of polycarbonate (A) with 
graft copolymers (B), copolymers (C), monophosphate flame retardant compounds (E), 
tetrafluoroethvlene polymer (F) and a low molecular weight halogen contammg flame 
retardant compound (G). Buysch et al. does not require the presence of a diphosphate 
flame retardant compound (D). 

Bv itself Yang et al. provides no motivation to remove the diphosphate flame 
retardant compound from the formulation of the present invention because Yang et al 
require the presence of the diphosphate flame retardant compound. Combination of 
Gosens et al. with Yang et al. similarly fails to provide motivation to remove the 
diphosphate flame retardant compound. Likewise, combination of Buysch et al. fails to 
provide motivation to remove the diphosphate flame retardant compound. 
Combination of all three references fails to provide motivation to remove the 
dipluxspl^ate flame retardant compound. 

Combination of Yang et al. with Buysch et al. pro\ides no motiwition to remove 
the low molecular weight halogen containing flame retardant compound. Combination 
of all three references fails to provide motivation to remo\'e the low molecular weight 

hn]{^t^(MT rcnitainin^^ flame retardant compound. 
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The following table illustrates the compositions disclosed by the prior art 
references cited against the instant invention, comparing the prior art compositions to 

the inventive composition. 



Invention 



Yang et al. '981 



60-90% 

Polycarbonate 
8-15% graft 
copolymer 

copolymeric resin 
Three polymeric 
components 

NO diphosphate FR 



mono-phosphate FR 

NO low molecular 
weight halogen 

taining FR 
One FR component 

-2.0 tetrafluoro 
ethvlene polymer 



Buysch et al. '835 



60-98% 

Polvcarbonate 
2-40% graft 
copolymer 
0-20% copolymeric 
resin 

Three polymeric 
components 

2-20% aromatic 
diphosphate FR 

monophosphate FR 

NO low molecular 



Gosens et al. '394 



weight halogen 
containing FR 
Two FR 
components 

0.1-2.0 

polyfluoroalkyl 
resin 



20-90% 

Polycarbonate 
0^50 'graft 
copolymer 
5-70% thermoplastic 
copolymeric resin 
Three polymeric 
components 
NO diphosphate FR 



monophosphate FR 

low molecular 
weight halogen 
containing FR 
Two FR 
components 
0.05-1.0 tetrafluoro 
ethylene polymer 



5-95% 

Polycarbonate 
95-5% ^graft 
copolymer 
NO copolymeric 
resin 

Two polymeric 
components 

polyphosphate 
(diphosphate 
containing) FR 
NO 

monophosphate FR 
NO low molecular 
weight halogen 
containing FR 
One FR component 

NO fluoropolymer 
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C. The Issues 

1. No combination of the references produces Appellants' invention. 

2. Because no combination of the references produces Appellants' invention, the 
Examiner has engaged in picking and choosing to reconstruct Appellants' 
invention using impermissible hindsight. 

3. The Examiner has failed to consider the differences between the prior art anci 
the claims at issue. 

IV. GROUPING OF THE CLAIMS 

The claims are grouped as follows: 

Claims 2- 7, 9 and 10 drawn to a method, accordingly the claims all stand or fall 
together. 

V. THE ARGUMENTS 

A. No combination of the references produces Appellants' invention . 

Bv itself Yang et al. provides no motivation to remove the diphosphate flame 
retardant compound from the formulation of the present invention because Yang et al 
require the presence of a diphosphate flame retardant compound. Combination of 
Gosens et al. with Yang et al. similarly fails to provide motivation to remove the 
diphosphate flame retardant compound. Likewise, combination o\ Ru\'sch et al. fails to 
pro\*ide motivation to remox'c the diphosphate flame retardant compound. 
Combination of all three references fails to provide motiwitic^i tc^ remo\x^ the 
diphosphate flame retardant compound. 

Combination of Yang et al. with Buysch et al. provides no motivation to remove 
' ' ^^ . -1 containini^ flame retardant compound. Combination 
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The combinations posited bv the Examiner resuh in the substitution of the 
diphosphate based flame rctardant compound's) bv the low molecular ^veighf halogen 
based flame retardant compound. If all three references are considered as a 
combination there is no motivation to remove the low molecular weight halogen based 
flame retardant compound, taught by Buysch et al. because it substitutes for the 
diphosphate compound. Both Yang et 1. and Buysch et al. require two flame retardant 
components in the blend. Furthermore the combinahon posited by the Examiner 
would possess all three flame retardant components not merely one, 1) the diphosphate 
of Yan, et al. and/or Gosens et al, 2) the monophosphate of Yang et al. and/or Buysch 
et al, Ind 3) the low molecular weight halogen containing flame retardant of Buysch et 
al The Examiner has failed to provide a rationale based on a consideration of all three 
references in combination, or any pairwise combination of two references, as to a basis 
for using only the monophosphate flame retardant component, taught instantly by 
Appellants. 

It is well settled doctrine that a combination of references must suggest the 
invention under consideration. 

"The Board found nothing m the references that ^^^^^^^^^^^ 
.mpliedlv teach or suggest the modifications urged by the Examiner 
Additionallv, the Board found no line of reasoning m the answer as to 
whv the artisan would have found the modifications urged by the 
examiner to have been obvious. Based upon the record, the artisan would 
notTax'e found it obvious to selectivelv pick and choose elements or 
concepts from the various references so as to arrive at tl^^ claimed 
„.vention ^vlthout using the claims as a guide, Ex_£arte_CLa££, 2.7 
U.S.P.Q. 972 (B.P.A.I. 1985) 

Here two of the references suggest three polymeric components (as instantly), 
Yang et al and Buvsch et al. and both of them require two flame retardant components 
(not\.ne as instantlv). In the case of Yang et al. the flame retardant components 
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the diphosphate and requires the monophosphate. This combination suggests the 
interchangeabihtv of the diphosphate flame retardant and the low molecular weight 
halogen containing flame retardant not the selective removal of either one of them. The 
Examiner's reliance on Gosens et aL for any basis to use a single flame retardant 
compound as instantlv is inapposite because the Gosens et al. reference uses only tw^o 
polvmeric components not three. Thus there is no combination of these three references 
that produces a blend of three polymeric components with only one flame retardant 
component. 'Tn the absence of evidence that suggests the desirability of combining 
references in a proposed manner, such combination is not available to preclude 
patentabilitv under 35 USC 103." King Instrument Corp. v. Otari Corp., 767 F.2u 853, 
226 U.S.P.Q. 402 (Fed. Cir. 1985). The Examiner's rejection based on the combination is 
improper because there is no combination of these three references that produces a 
blend of three polymeric components with only one flame retardant component. The 
Examiner is in error and should be reversed by the Honorable Board of Appeals. 

B. The Examiner has engaged in picking and choosing to reconstruct 
Appellants' invention using impermissible hindsight. 

Because as demonstrated supra no combination of the references produces a 

blend of three polymeric components with only one flame retardant component as 

instantly, the Examiner has engaged in picking and choosing to reconstruct Appellants' 

in\'ention using impermissible hindsight. 

''When prior-art references require a selective combination to render 
obvious a subsequent invention, there must be some reason for the 
combination other than hindsight gleaned from the invention itself. 
Something in the prior art as a whole must suggest the desirability, anci 
thus the obviousness of making the combination. It is impermissible to use 
the claims as a frame and the prior art references as a mosaic to piece 
together a facsimile of the claimed invention." Uniroyal Inc. v. Rudkin- 
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Here two of the three references deal with polymer blends that contain three 
polymeric components, supra. Both references require two flame retardant components. 
The one reference that requires only one flame retardant component uses only two 
polymeric components. The expectation, based on the references citeci, is that with 
three polymeric components in the polymer blend tw^o flame retardant components are 
necessary. The direction suggested by the combination of the references is w^hen two 
polymers are used in a blend only one flame retardant component is necessary, when 
three polymers are used in a blend, two flame retardant components are necessary. 
Appellants teach that only one flame retardant component is necessary, even for a 
polymer blend that consists of three polymers. This is contrary to the specific teaching 
of two of the references and contrary to the sense of the teachings of all three taken 
together. ''Proceeding contrary to the accepted wisdom of the prior art is strong 
evidence of non-obviousness." W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 
220 U.S.P.Q. 303, 312 (Fed. Cir. 1983); In re Hedges, 783 F.2d 1038, 228 U.S.P.Q. 685, 687 
(Fed. Cir. 1986). The Examiner has chosen the single flame retardant component of the 
two polymer blenci of Gosens et al. and extended it to the three polymer blend of Yang 
et al. and Buysch et al. where both references require two flame retardant components. 
This is picking and choosing, especially since this picking and choosing is contrary to 
both the teachings of the individual references and also to the references taken together 
as a whole. The Examiner is in error and should be reversed by the Honorable Board of 
Appeals. 

C. The Examiner has failed to consider the differences between the prior art 

and the claims at issue . 

"Obviousness under 35 U.S.C. §103 is a question of law based on the 
following factual inquiries: (1) the scope and content of the prior art; (2) the 

' ' ■ ■ - — ^ ^T-'^ rinim^ ^^f the level of 
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considerations/' Graham v. Tohn Deere Co.. 383 U.S. 1, 17, 148 U.S.P.Q. 
459, 567 (1966) 

The Examiner's statement : 

"[s]ince the raison d'etre of the ABS component's presence is to improve 
impact strength in PC resins (Yang et al. - coL 1, Hnes 34-41) and the 
concentrations of each of the instant stipulated components is within each 
reference's ranges, it is immaterial whether ancillary to that particular 
benefit, it is obtained after aging at 63 C and 100% relative humidity or 
not. Yang et al. in Table 1, example 3, relates 80 parts PC/ 114 parts total 
composition's weight = 61.4%; 18 parts ABS of which Vi is diene rubber = 9 
parts/114 parts total composition = 7.8 %; 17 parts phosphate = 14.9?o; 
and 1.0 parts Teflon = 0.87% [.]" 

completely overlooks Appellants motivation and purpose in creating the invention: 
"[c]onsequently, there is a need to develop polycarbonate/ ABS graft copolymer 
compositions which exhibit enhanced retention of impact properties upon prolonged 
exposure to heat and humidity (specification, page 2, lines 4 - 7)." The Examiner's 
statement that ''[a]ll of applicants claim limitations are met " is erroneous because of 
Appellants' clause reciting "whereby said composition retains about 80% of the original 
Izod impact strength after one week aging at 63 ''C at 100% relative humidity 
(Appendix, claim 9)." None of the cited prior art suggests or recites this condition. 
Further, as previously pointed out, supra, Appellants achieve this remarkable and 
unexpected effect of increased stability in heat and humidity by using only one flame 
retardant component not two as does the most relevant prior art. 

Because retention of impact properties under conditicMis of high heat and 
humiditv is nowhere recited by the prior art, Appellants 'use of a single flame retardant 
component to achieve this effect is a new use. "Patentability of a new use (of an old 
material) based on an inherent, but pre\iouslv unrecognized propert\' is not precluded. 
^ TT.vM. r^i 1-^1 Kqpo m] (M7 fFod Cir Because the 
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issue'' the Examiner has failed to recognize a new use and has failed to recognize the 
patentability of Appellants novel process. Appellants' respectfully submit that the 
Examiner's allegation of pnwa facie obviousness has been rebutted. The Examiner is in 
error and should be reversed by the Honorable Board of Appeals. 

VI. CONCLUSIONS 

Because no combination of the references produces Appellants' invention, the 
Examiner's allegation of prima facie obviousness has been rebutted. 

Because the sense of all the references cited teaches away from Appellants' 
invention, the Examiner's allegation oi prima facie obviousness has been rebutted. 

Because Appellants' teach a new use, using fewer components than required by 
the art of record, the Examiner's allegation of prima facie obviousness has been rebutted. 

Because the Examiner has failed to consider "the differences between the prior 
art and the claims at issue" the Examiner's allegation of prima facie obviousness has been 
rebutted. 

Theretore, Appellants hax'ing rebutted the prima facie case alleged bv the 
I:xaminer, Appellants respectfully submit the\' are entitled to a notice of allowance from 
the Honorable Bc^ard of Appeals. 

"If examination at the initial stage does not produce a prima facie 
case of unpatentability, then without more the applicant is entitled to 
<Trant (^f the patent. See In re Grahiak, 769 F.2d 729, 733, 226 USPQ 870, 873 
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to 



Appellants therefore rcspeCfullv request the Honorable Board of Appeals 
reverse the Examiner's rejeCton of clatms 2- 7, 9 anj 10 anj to allow claims 2- 7, 9 and 

10, nil of the claims currently on appeal. 



GENERAL ELECTRIC CO 

WllC 1 lUJLlX-cJ -L I * 

Pitts^ielvl, MA 01201 

1999 



tsMeW, MA 
KSW/neq 



Respectfully submitted: 

Kenneth S. Wheelock 
Agent for Appellants 
Registration No. 36,340 
-Telephone No. (413) 448-4606 - 
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APPENDIX A 

The claims standing on appeal are; " , • - A 

, The ,™.h„. of Cai,. 9 «he«,n said po.vc.bo„..e .s.n . , b.spheno, A 

polycarbonate resin. 
, He method of c,a™ 2 where. s.d ,.af. copoK-.er . an acrylon 
' ■ hutad.ene-.yrene graft copCv^r hav.g a rubbe.- .eve, o, between 60 .o 

percent based on the total weight of the copolymer. 
4 The method of cla.m 3 where.n said phosphate ,s an aromatic phosphate. 
. TK, method of claim 9 wherern said aromatrc polvcarbonate resm ,s a 
:„mbinat,on of a moderate molecular weigh, polycarbonate and a iow 
molecular weight polycarbonate. 
, The method of claim 5 where.n said vinyl aromatic-v.nyl cvan.de r.grd 
' copolvmer is a sivrene-acrylonrtrile copolymer having a number average 

molecular we.ghl of between 10,000 and 100,000. 
, The method of cla.m 9 wherein sard aromahc polycarbonate res.n rs prese t 
' , a level of from 73 to 85 percent by weight based on the total we, gh of th 
composition, sa,d graft copolymer be.ng present at a level of from 8 to 
percent bv we.ght based on the total weight of the compos.t.on. 
, (Amended) A method for improv.ng hea./humidrtv ag.ng res.stancc o. a flame 
retardant thernroplasUc composition, comprising the steps of. 

.,„,ia,ng an arotnafc polvcarbonate ,es,n present at a le^.-l o, from 
,0 percon. bv u.-Rht based on the total weight o, the compos.t.on, 
providing a v.nvl aromaticunsaturatcd nitrile-dtene rubber graft 
„p„,v,ner present at a level of from 8 to 15 percent by we.ght based on 



(a) 
(b) 



the 



crht- of the composition. 
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level of from 1 to 10 percent bv weight based on the total weight of 
the conaposition, 

(d) providing a phosphate present at a level of from 3 to 15 percent by weight 
based on the total weight of the composition; and 

(e) providing a tetrafluoroethvlene polymer present at a level of from 0.05 to 
2.0 percent by weight based on the total weight of the composition^ 

wherein 

said diene rubber of said graft copolymer is present at a level of from 6 to 
12 percent by weight based on the total weight of the composition 

whereby 

said composition retains about 80% of the original Izod impact strength 
after one week aging at 63 ''C at 100% relative humidity. 



